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This Pre-Appeal Brief Request for Review is made in response to the final Office Action dated 

November 29, 2006. Further examination of the application is respectfully requested. Response to 
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REMARKS/ARGUMENTS 

I. THE REJECTION UNDER 35 V.S.C. 103(a) SHOULD BE WITHDRAWN 

Applicants respectfully submit that, and as is pointed out below, clear errors exist in the final 
Office Action dated November 29, 2006 in the above referenced application. No prima facie case of 
obviousness has been established. 

To establish a prima facie case of obviousness, three basic criteria must be met. First, the 
references, when combined, must teach or suggest all the claim limitations. Second, there must an 
apparent reason why a person of ordinary skill would have combined the prior art elements in the 
manner claimed. Third, there must be a reasonable expectation of success. Memorandum from 
Margaret A. Focarino to USPTO Technology Center Directors dated May 3, 2007 (hereafter "PTO 
Staff Memo"); M.P.E.P. § 2143. 

The burden of establishing a prima facie case of obviousness lies with the PTO. In 
determining obviousness, one must focus on the invention as a whole. Symbol Technologies Inc. v. 
Opticon, Inc., 935 F.2d 1569, 1577-78, 19 U.S.P.Q. 2d 1241 (Fed. Cir. 1991). The primary inquiry is: 
"[w]hether the prior art would have suggested to one of ordinary skill in the art that this process should 
be carried out and would have had a reasonable likelihood of success . . . Both the suggestion and the 
expectation of success must be found in the prior art, not the applicant's disclosure." In re Dow 
Chemical, 837 F.2d 469, 473, 5 U.S.P.Q. 2d 1531 (Fed. Cir. 1988). 

As will be discussed in detail below, Applicants submit that no prima facie case of obviousness 
has been established because the references do not disclose each and every element of the claimed 
invention, and because one of skill in the art at the time of the invention would not have combined 
these references. 

A. Each and every claim limitation not disclosed 

As is described in pages 8 - 9 of the Office Action response dated September 14, 2006, each 
and every claim limitation is not disclosed in U.S. Patent No. 6,356,864 (Foltz). Foltz discloses a 
methodology for analyzing and evaluating a sample text, such as an essay. Foltz also teaches 
assigning a grade to a sample text based on the degree of similarity between the sample text and the 
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standard reference text. Foltz does not teach or suggest a method for identifying at least one writing 
style error. Moreover, Foltz does not teach or suggest a method for displaying an indication of an 
identified writing style error. On page 5 of the Office Action, the Examiner cites U.S. Publication No. 
2004/0093567 (Schabes) for disclosing a method for displaying an indication of an identified writing 
style error. Schabes discloses a methodology for correcting both the spelling and grammar of words 
using finite state machines. Schabes does not teach or suggest a method for identifying at least one 
writing style error. 

Claims 1 and 16, and those claims depending therefrom require, inter alia, the identification of 
at least one writing style error. Specifically, as stated on page 10 of the Office Action response, claim 
1 requires identifying at least one writing style error based on a comparison between feature values of 
one or more text segments and a model, and displaying an indication of at least one writing style error. 
In addition, as stated on page 11 of the Office Action response, claim 16 requires a display for 
presenting the evaluated essay, wherein the evaluated essay includes an indication of at least one 
identified writing style error. Rather than merely assigning a grade based on similarity of words used 
in a sample text and a reference text as taught by Foltz, claims 1 and 16 require indicating at least one 
writing style error based on a comparison between feature values of one or more text segments and a 
model, and displaying an indication of an identified writing style error. Foltz does not teach or 
suggest identifying at least one writing style error. Moreover, Schabes also does not teach or suggest 
identifying at least one writing style error based on a model, as required by claims 1 and 16. Schabes 
simply discloses a spelling and grammar checking system in which a spelling suggestion module 
suggests corrections for misspelled words and determines a list of alternate words. 

Because the prior art of record is silent as to a step of identifying at least one writing style 
error, each and every limitation of Applicants' claimed invention is not disclosed in the prior art of 
record. Therefore, no prima facie case of obviousness has been established. 

B. One of skill in the art would not have combined the references 

Further, even if each and every limitation were disclosed in Foltz in view of Schabes, which is 
denied, Applicants respectfully submit that one of skill in the art would not have combined these 
references. Thus, their combination cannot render obvious the invention claimed. As previously set 
forth, to establish a prima facie case of obviousness when combining multiple references, there must 
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be an "explicit" analysis of both the claimed invention and the prior art to determine "whether there 
was an apparent reason to combine the known elements in the fashion claimed by the patent at issue." 
KSR Int'l, 2007 WL 1237837, at *13; PTO Staff Memo, May 3, 2007 (any obviousness rejection must 
"identify the reason why a person of ordinary skill in the art would have combined the prior art 
elements in the manner claimed"). Moreover, there must be "some articulated reasoning with some 
rational underpinning to support the legal conclusion of obviousness." Id. 

Applying this rule, the Office Action dated November 29, 2006 has failed to identify why a 
person of ordinary skill in the art at the time of the invention would have combined Foltz in view of 
Schabes in the manner claimed. In addition, as stated above, even if combined these references fail to 
teach each limitation of the claims. 

Therefore, Applicants submit that no prima facie case of obviousness exists, and claims 1 and 
16 are patentable over Foltz in view of Schabes. As such, no prima facie case of obviousness has been 
established. Furthermore, claims 2-15 and 17-25 are patentable over the references cited in the Office 
Action as they depend on claims 1 and 16. 

Applicants respectfully request withdrawal of the instant rejection and allowance of the claims. 



MAYER, BROWN, ROWE & MAW LLP 

P.O. Box 2828 
Chicago, Illinois 60690-2828 
Telephone: (312) 701-8286 
Facsimile: (312)706-9000 



Respectfully submitted, 
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